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invested years of research and money to develop her invention, and therefore 
should be rewarded.  Without the prospect of monetizing their investment, 
inventors like Ms. Bhagat would cease to innovate.  This is exactly what the 
United States patent system seeks to avoid.  Congress realized that “[t]o 
promote the Progress of Science,”8 inventors needed an incentive.  Thus, 
Congress grants inventors a limited monopoly on their invention in return for 
disclosing their discovery to the public via the patent system.9 

For the United States patent system to be effective, the patent 
community needs a clear understanding of the patentability requirements.  
Unfortunately, the Supreme Court’s recent decision in Ass’n for Molecular 
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chemical compound because the applicant did not know the effects of the 
compound, and to grant a patent on the compound would “block off whole 
areas of scientific development, without compensating benefit to the 
public.”23  The patent system is perpetually evolving to balance these 
competing considerations.24 

B. Statutory Requirements and Exceptions 

An inventor must satisfy various statutory requirements to obtain a 
patent.  The most notable sections of the patent statutory code are Sections 
101,25 102,26 and 103.27  Section 101 mandates that the invention be patent 
eligible subject matter;28 Section 102 requires the invention be “novel;”29 and 
Section 103 requires the invention be “non-obvious.”30  These statutory 
sections are referred to as “patentability” requirements.31 

Section 101 states that an inventor may obtain a patent for “any new and 
useful process, machine, manufacture, or composition of matter.”32  
Accordingly, Section 101 requires the invention be useful and be within the 
field the patent system was designed to protect, namely a process, machine, 
article of manufacture, or composition of matter.33  In fact, the Supreme 
Court has stated, “‘anything under the sun that is made by man’” has the 
potential to be patent eligible.34 

Section 102, “novelty,” requires the invention be new.35  In other words, 
one cannot obtain a patent on technology already in existence.  An invention 
that does not satisfy this requirement is said to be “anticipated.”36  For an 
invention to be “anticipated,” the previous technology (referred to as “prior 
art”) must contain every element of the invention being claimed.37 

 

 23. Brenner v. Manson, 383 U.S. 519, 534 (1966). 
 24. Mayo, 566 U.S. at 92. 
 25. 35 U.S.C. § 101 (2012). 
 26. Id. § 102. 
 27. Id. § 103. 
 28. Id. § 101. 
 29. Id. § 102. 
 30. Id. § 103. 
 31. E.g., United States v. Adams, 383 U.S. 39, 48 (1966). 
 32. 35 U.S.C. § 101. 
 33. Id. 
 34. Diamond v. Chakrabarty, 447 U.S. 303, 309 (1980). 
 35. 35 U.S.C. § 102. 
 36. Celeritas Techs. Ltd. v. Rockwell Int’l Corp., 150 F.3d 1354, 1361 (Fed. Cir. 1998). 
 37. Id. 
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Section 103 requires that the invention not be “obvious.”
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to legal analyst James Cosgrove,
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Ultimately, the Court held that the Rhizobium bacteria mixture was not 
patent eligible subject matter.68  The Court’s analysis was centered around 
the contention that Kalo Inoculant was attempting to patent a “phenomena of 
nature” because the resultant combination did not produce a new property of 
the bacteria.69  Significantly, the Court stated: 

The qualities of these bacteria, like the heat of the sun, electricity, or the 
qualities of metals, are part of the storehouse of knowledge of all men. They 
are manifestations of laws of nature, free to all men and reserved 
exclusively to none. He who discovers a hitherto unknown phenomenon of 
nature has no claim to a monopoly of it which the law recognizes.70 
Additionally, the Court placed significance on the principle that for a 
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detecting mutations in the genes and could evaluate the patient’s risk of 
developing breast and ovarian cancer.75 

The Myriad patents themselves claim two types of deoxyribonucleic 
acid (DNA) sequences: isolated genomic DNA and complementary DNA 
(cDNA).76  Isolated genomic DNA refers to the DNA scientists extract from 
cells using well known laboratory methods.77  Isolated genomic DNA 
con
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package the results.104  Using the logic from Funk Brothers, the Court 
reasoned it was no act of invention for Myriad to locate the BRCA genes and 
separate the genes from its surrounding material.105  It was a mere act of 
discovery insufficient to render the composition of matter patent eligible.106  
Thus, just like the claims in Funk Brothers, Myriad’s claims “fell squarely 
within the law of nature exception.”107 

In addition to discussing precedent, the Court held the isolating process 
itself does not remove the isolated DNA segment from the law of nature 
exception.108  Specifically, the fact that the isolating process results in 
severed chemical bonds thereby creating a product that does not occur in 
nature is insufficient to find the product patentable subject matter.109  The 
Court reasoned that Myriad was concerned with the genetic information 
rather than the structural characteristics.110  If this were held to be sufficient, 
a “would-be infringer” could merely isolate the entire BRCA1 and BRCA2 
genes with an additional nucleotide to avoid infringement.111  In doing so, the 
DNA segment would technically be a different structure, but the genetic 
information encoded in the DNA would be identical.112  Thus, de minimis 
structural changes could not yield the isolated DNA patent eligible.113 

Following the discussion of isolated DNA, the Court proceeded to 
discuss the patent claims directed at cDNA.114  The Court held cDNA was 
patent eligible under Section 101.115  The Court stated, “the lab technician 
unquestionably creates something new when cDNA is made.”116  However, 
the Court clarified that cDNA that was merely a “short series of DNA” with 
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C. Funk Brothers and Myriad in Conflict 

The holding from Myriad that cDNA is patent eligible subject matter 





2020]    SCIENTIFIC PRINCIPLES DAMAGING PATENT SYSTEM  343 

3 fatty acids.135  Ms. Bhagat’s claimed formulation is representative of the 
conflict created by Myriad and Funk Brothers because it contains a 
combination of natural products, as in Funk Brothers, and has claim 
limitations which provide structural characteristics that distinguish the 
formulation from a natural product, as in Myriad.  The combination of natural 
products are fatty acids and the claim limitations which distinguish the 
formulation from fatty acid combinations found in nature are the claim 
elements “dosage” and “casings providing controlled delivery.”136  The 
relevant claim at issue is reproduced below: 

65. A lipid-containing formulation, comprising a dosage of omega-6 and 
omega-3 fatty acids at an omega-6 to omega-3 ratio of 4:1 or greater, 
contained in one or more complementing casings providing controlled 
delivery of the formulation to a subject, wherein at least one casing 
comprises an intermixture of lipids from different sources, and wherein 
(1) omega-6 fatty acids are 4-75% by weight of total lipids and omega-3 
fatty acids are 0.1-30% by weight of total lipids; or 
(2) omega-6 fatty acids are not more than 40 grams.137 
The Federal Circuit affirmed the Patent Trial and Appeal Board’s (the 

“Board”) rejections of the claims as being anticipated and patent ineligible 
subject matter under Section 101.138  
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found in nature.  Therefore, the mere fact the claim requires a “dosage” in 
“casings” should render the claim patent eligible subject matter because a 
dosage of such a formulation in a casing is certainly not found in nature.  
Whether or not Ms. Bhagat’s invention is significantly more is immaterial 
under the Myriad analysis. 

However, the Myriad analysis conflicts with a Funk Brothers analysis.  
In Funk Brothers, the bacteria combination was held patent ineligible 
because the resultant combination did not create a new characteristic of the 
bacteria found in nature.141  The Board could reject the claims on the basis 
that the claim limitations do not create a new characteristic of the lipids found 
in natural sources.142  In fact, the Board stated, “that the Applicant has not 
shown that the claimed mixtures are a ‘transformation’ of the natural 
products, or that the claimed mixtures have properties not possessed by these 
products in nature.”143  Nevertheless, the Board’s statement ignores Myriad.  
Specifically, the Board overlooks that Myriad did not require “the 
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property of bacteria and package the results,154 and therefore the bacteria 
claims “fell squarely within the law of nature exception,”155 Funk Brothers 
imputed its improper characterization of the products of nature doctrine into 
the Myriad holding, resulting in confusion to the patent community. 

Thus, to resolve the mischaracterization originating from Funk Brothers, 
the Supreme Court needs to accept a “products of nature” case for certiorari 
and clearly hold inventions which exhibit properties possessed by the product 
from which it is derived do not, ipso facto, fall under the products of nature 
exception, thereby overruling Funk Brothers.  Such a holding would not 
disturb the subject matter eligibility principles from Myriad and alleviate the 
Funk Brothers-Myriad tension.  As a result, Ms. Bhagat’s invention would 
then clearly be patent eligible.  At a minimum, the subject matter would be 
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products of nature.  Ms. Bhagat’s confusion as to why her patent was subject 
matter ineligible should have been alleviated by the Supreme Court by 
expressly overruling 


